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DETAILED ACTION 

1. This action is in response to the amendment filed on 04/04/2006. 

2. The rejection under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention to claims 12-18 is moot in view of applicant's amendment. 

3. The rejection under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter to claims 12-18 is moot in view of applicant's amendment. 

4. The rejection under 35 U.S.C. 102(b) as being anticipated by Kathail (U.S. 5,802,365) to 
claims 12-14, 17-19, 28-29 and 32-34 is withdrawn in view of applicant's amendment. 

5. The rejection under 35 U.S.C. 103(a) as being unpatentable over Kathail (U.S. 5,802,365) 
in view of Applicant Admitted Prior Art (hereinafter "AAPA") to claims 15-16 and 30-31 is 
withdrawn in view of applicant's amendment. 

6. Claims 12-18 and 36 have been canceled. 

7. Claims 1, 20, 28, 35 and 44 have been amended. 

8. Claims 53-54 have been added. 

9. Claims 1-11, 19-35 and 37-54 are pending. 

10. Claims 1-11, 19-29, 32-35 and 37-54 stand finally rejected under 35 U.S.C. 103(a) as 
being unpatentable over Furtney (U.S. 5,579,509) in view of Kathail (U.S. 5,802,365). 

11. Claims 30-31 stand finally rejected under 35 U.S.C. 103(a) as being unpatentable over 
Furtney (U.S. 5,579,509) in view of Kathail (U.S. 5,802,365), and further in view of Applicant 
Admitted Prior Art (hereinafter "AAPA"). 
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Response to Amendment 
Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. Claims 1-11, 19-29, 32-35 and 37-54 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Furtney (U.S. 5,579,509) in view of Kathail (U.S. 5,802,365). 

Per Claim 1: 

Furtney teaches a method for identifying compatibility between two software modules 
(column 2, lines 32-46), comprising: analyzing a control block of each of said software modules, 
wherein each of said control blocks includes a software module version code and a compatibility 
table of a software module associated with said control block (column 3, lines 5-22); determining 
if said software module version codes of said software modules are the same; and in response to 
determining that said software module version codes are different, considering said two software 
modules to be incompatible unless a compatibility table entry indicates otherwise (column 3, 
lines 16-29 and lines 52-61; and column 4, lines 46-67; if said software module version codes are 
different, then said two software modules are incompatible unless the actual level of the module 
being verified is equal to or greater than the minimum level in the compatibility record, which is 
indicated by the compatibility table entry.). Furtney does not explicitly teach firmware images or 
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a firmware family code. However, Kathail teaches firmware images (column 2, lines 37-39), and 
a firmware family code (column 2, lines 44-50). 

It would have been obvious to one having ordinary skill in the computer art at the time of 
the invention was made to modify the method disclosed by Furtney to include firmware images 
and a firmware family code using the teaching of Kathail. The modification would be obvious 
because one of ordinary skill in the art would be motivated to provide an enhanced method and 
apparatus for verifying compatibility of a plurality of interacting system components (Furtney, 
column 2, lines 1-12). 

Per Claim 2: 

The rejection of claim 1 is incorporated, and Kathail further teaches further comprising 
reporting said firmware images are not compatible if said family codes of said firmware images 
are not the same and said evaluation of said compatibility tables concludes that said firmware 
images are not compatible (column 2, lines 60-65). 

Per Claim 3: 

The rejection of claim 1 is incorporated, and Kathail further teaches wherein said 
compatibility table includes at least one table entry, wherein said table entry is associated with a 
different firmware image (column 7, lines 22-34). 



Per Claim 4: 
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The rejection of claim 3 is incorporated, and Kathail further teaches wherein said table 
entry includes a family code and a stepping level of said different firmware image (column 18, 
lines 27-34). 

Per Claim 5: 

The rejection of claim 4 is incorporated, and Kathail further teaches wherein said table 
entry further includes a relationship code that identifies whether a firmware image associated 
with said compatibility table can be utilized to replace a firmware belonging to a firmware 
family identified in said compatibility table (column 2, lines 50-60). 

Per Claim 6; 

The rejection of claim 5 is incorporated, and Kathail further teaches wherein said 
relationship code includes a family relationship code and a stepping level relationship code 
(column 18, lines 27-34). 

Per Claim 7: 

The rejection of claim 6 is incorporated, and Kathail further teaches wherein said family 
relationship code identifies which firmware family code is compatible with said firmware image 
associated with said compatibility table (column 18, lines 27-34). 



Per Claim 8: 
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The rejection of claim 6 is incorporated, and Kathail further teaches wherein said 
stepping level relationship code identifies which stepping levels can replace or be replaced with 
said firmware image associated with said compatibility table (column 18, lines 27-34). 

Per Claim 9: 

The rejection of claim 1 is incorporated, and Kathail further teaches wherein each of said 
control block further includes a stepping level of an associated firmware image (column 18, lines 
27-34). 

Per Claim 10: 

The rejection of claim 1 is incorporated, and Kathail further teaches wherein each of said 
control blocks is resident in an associated firmware image (column 7, lines 66-67 to column 8, 
lines 1-10). 

Per Claim 11: 

The rejection of claim 1 is incorporated, and Kathail further teaches wherein each of said 
control blocks is not resident in an associated firmware image and accessed utilizing a software 
application interface (API) (column 18, lines 21-26). 

Per Claim 19: 

The rejection of claim 1 is incorporated, and Kathail further teaches wherein said two 
firmware images include an original firmware image and a replacement firmware image, and 
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wherein said firmware images are directly deemed compatible if said replacement firmware 
image can replace said original firmware image without causing an error when said replacement 
firmware is executed (column 42, lines 53-64). 

Per Claims 20-27: 

These are computer-readable medium versions of the claimed method discussed above 
(claims 1-5 and 7-9, respectively), wherein all claim limitations also have been addressed and/or 
covered in cited areas as set forth above. Thus, accordingly, these claims are also obvious. 

Per Claims 28-29 & 32-34: 

These are data processing system versions of the claimed computer-readable medium 
discussed above (claims 1, 4, 5, 7 and 19, respectively), wherein all claim limitations also have 
been addressed and/or covered in cited areas as set forth above, including "a processor; a non- 
volatile memory, coupled to said processor; a firmware image resident in said non-volatile 
memory" on lines 2-4 of claim 28 (Kathail, column 2, lines 37-60 and column 18, lines 16-34) 
and "wherein each said firmware family code uniquely identifies a product family of a firmware 
image" on lines 7-8 of claim 28 (Kathail, column 18, lines 16-34). Thus, accordingly, these 
claims are also obvious. 

Per Claim 35: 

This is another version of the claimed method discussed above (claims 1, 8 and 9), 
wherein all claim limitations also have been addressed and/or covered in cited areas as set forth 
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above, including "wherein each said firmware family code uniquely identifies a product family 
of a firmware image" (Kathail, column 18, lines 16-34) and "in response to determining that said 
installed firmware does not have a firmware family control block that includes a firmware family 
code, firmware stepping level and compatibility table for said installed firmware, causing a flash 
utility to refuse to install said candidate firmware" (Kathail, column 24, lines 39-42). Thus, 
accordingly, this claim is also obvious. 

Per Claim 37: 

The rejection of claim 35 is incorporated, and Kathail further teaches further comprising 
overwriting said installed firmware with said candidate firmware in response to said 
determination that said installed and candidate firmwares are compatible (column 2, lines 60-65). 

Per Claim 38: 

The rejection of claim 35 is incorporated, and Kathail further teaches further comprising 
reporting said installed firmware with said candidate firmware are incompatible in response to 
said determination that said installed and candidate firmwares are not compatible (column 24, 
lines 39-42). 

Per Claims 39-43: 

These are another versions of the claimed method discussed above (claims 3-5 and 7-8, 
respectively), wherein all claim limitations also have been addressed and/or covered in cited 
areas as set forth above. Thus, accordingly, these claims are also obvious. 
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Per Claims 44-52; 

These are computer-readable medium versions of the claimed method discussed above 
(claims 35-43, respectively), wherein all claim limitations also have been addressed and/or 
covered in cited areas as set forth above, including "wherein each said firmware family code 
uniquely identifies a product family of a firmware image, and wherein the product family is 
defined as a set of products that utilizes a same firmware that allows unrestricted changes from 
one revision level of said firmware image to another revision level of said firmware image" on 
lines 9-13 of claim 44 (Kathail, column 18, lines 16-34). Thus, accordingly, these claims are 
also obvious. 

Per Claim 53: 

The rejection of claim 35 is incorporated, and Kathail further teaches in response to 
determining that said candidate firmware is desired to replace said installed firmware that does 
not have said firmware family control block, issuing an override command from said flash utility 
to override said refuse to install command, wherein said candidate firmware flashes over said 
installed firmware despite said installed firmware lacking said firmware family control block 
(column 24, line 55 to column 25, line 25). 

Per Claim 54: 

The rejection of claim 1 is incorporated, and Kathail further teaches wherein said method 
for identifying compatibility between two firmware images is performed in response to an 



Application/Control Number: 09/9 18,132 Page 1 0 

Art Unit: 2191 

electronic device having undergone a design upgrade that incorporates new components (column 
25, lines 14-25). 

14. Claims 30-31 are rejected under 35 U.S.C 103(a) as being unpatentable over Furtney 
(U.S. 5,579,509) in view of Kathail (U.S. 5,802,365), and further in view of Applicant Admitted 
Prior Art (hereinafter "AAPA"). 

Per Claim 30: 

The rejection of claim 28 is incorporated, and further, Kathail does not explicitly teach 
wherein said non- volatile memory device is a programmable read only memory (PROM). 
AAPA teaches wherein said non- volatile memory device is a programmable read only memory 
(PROM) (see instant specification, pg. 2, lines 8-13). 

It would have been obvious to one having ordinary skill in the computer art at the time of 
the invention was made to modify the data processing system disclosed by Kathail to include 
wherein said non-volatile memory device is a programmable read only memory (PROM) using 
the teaching of AAPA. The modification would be obvious because one of ordinary skill in the 
art would be motivated to distribute updates using PROM. 

Per Claim 31: 

The rejection of claim 28 is incorporated, and further, Kathail does not explicitly teach 
wherein said non-volatile memory device is an electrically erasable programmable read only 
memory (EEPROM). AAPA teaches wherein said non-volatile memory device is an electrically 
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erasable programmable read only memory (EEPROM) (see instant specification, pg. 2, lines 13- 
17). 

It would have been obvious to one having ordinary skill in the computer art at the time of 
the invention was made to modify the data processing system disclosed by Kathail to include 
wherein said non-volatile memory device is an electrically erasable programmable read only 
memory (EEPROM) using the teaching of AAPA. The modification would be obvious because 
one of ordinary skill in the art would be motivated to reuse the same hardware for updates. 

Response to Arguments 
15. Applicant's arguments filed on 04/04/2006 have been fully considered but they are not 
persuasive. 

In the remarks, the applicant argues that: 

a) The combination of Furtney and Kathail fails to teach "in response to determining that 
said firmware family codes are different, considering said two firmware images to be 
incompatible unless a compatibility table entry indicates otherwise" as recited in claim 1. 

Examiner's response: 

a) Examiner strongly disagrees with applicant's assertion that the combination of Furtney 
and Kathail fails to disclose the claimed limitations recited in claim 1. The combination of 
Furtney and Kathail clearly shows each and every limitation in claim 1 . 

The combination of Furtney and Kathail teaches that in response to determining that said 
software module version codes are different, considering said two software modules to be 
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incompatible unless a compatibility table entry indicates otherwise (column 3, lines 16-29 and 
lines 52-61; and column 4, lines 46-67; if said software module version codes are different, then 
said two software modules are incompatible unless the actual level of the module being verified 
is equal to or greater than the minimum level in the compatibility record, which is indicated by 
the compatibility table entry.). Furtney does not explicitly teach firmware images or a firmware 
family code. However, Kathail teaches firmware images (column 2, lines 37-39), and a firmware 
family code (column 2, lines 44-50). 

In addition, see the rejection above in paragraph 13 for rejection to claim 1. 

In the remarks, the applicant argues that: 

b) The combination of Furtney and Kathail fails to teach "in response to determining that 
said installed firmware does not have a firmware family control block that includes a firmware 
family code, firmware stepping level and compatibility table for said installed firmware, causing 
a flash utility to refuse to install said candidate firmware" as recited in claim 35. 

Examiner 's response; 

b) Examiner strongly disagrees with applicant's assertion that the combination of Furtney 
and Kathail fails to disclose the claimed limitations recited in claim 35. The combination of 
Furtney and Kathail clearly shows each and every limitation in claim 35. 

The combination of Furtney and Kathail teaches that in response to determining that said 
installed firmware does not have a firmware family control block that includes a firmware family 
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code, firmware stepping level and compatibility table for said installed firmware, causing a flash 
utility to refuse to install said candidate firmware (see Kathail, column 24, lines 39-42). 
In addition, see the rejection above in paragraph 13 for rejection to claim 35. 

In the remarks, the applicant argues that: 

c) The combination of Furtney and Kathail fails to teach "in response to determining that 
said candidate firmware is desired to replace said installed firmware that does not have said 
firmware family control block, issuing an override command from said flash utility to override 
said refuse to install command, wherein said candidate firmware flashes over said installed 
firmware despite said installed firmware lacking said firmware family control block" as recited 
in claim 53. 

Examiner } s response: 

c) Examiner strongly disagrees with applicant's assertion that the combination of Furtney 
and Kathail fails to disclose the claimed limitations recited in claim 53. The combination of 
Furtney and Kathail clearly shows each and every limitation in claim 53. 

Kathail further teaches in response to determining that said candidate firmware is desired 
to replace said installed firmware that does not have said firmware family control block, issuing 
an override command from said flash utility to override said refuse to install command, wherein 
said candidate firmware flashes over said installed firmware despite said installed firmware 
lacking said firmware family control block (column 24, line 55 to column 25, line 25). 

In addition, see the rejection above in paragraph 13 for rejection to claim 53. 
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In the remarks, the applicant argues that: 

d) The combination of Furtney and Kathail fails to teach "wherein said method for 
identifying compatibility between two firmware images is performed in response to an electronic 
device having undergone a design upgrade that incorporates new components" as recited in 
claim 54. 

Examiner 's response: 

d) Examiner strongly disagrees with applicant's assertion that the combination of Furtney 
and Kathail fails to disclose the claimed limitations recited in claim 54. The combination of 
Furtney and Kathail clearly shows each and every limitation in claim 54. 

Kathail further teaches wherein said method for identifying compatibility between two 
firmware images is performed in response to an electronic device having undergone a design 
upgrade that incorporates new components (column 25, lines 14-25). 

In addition, see the rejection above in paragraph 13 for rejection to claim 54. 

Conclusion 

16. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

17. Any inquiry concerning this communication from the examiner should be directed to 
Qamrun Nahar whose telephone number is (571) 272-3730. The examiner can normally be 
reached on Mondays through Fridays from 9:30 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wei Y Zhen, can be reached on (571) 272-3708. The fax phone number for the 
organization where this application or processing is assigned is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the TC 2100 Group receptionist whose telephone number is 571-272-2100. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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